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Applicant's election of Group I, claims 1-5 in the reply filed on 2/14/08 is acknowledged. 
Because applicant did not distinctly and specifically point out the supposed errors in the 
restriction requirement, the election has been treated as an election without traverse (MPEP 
§ 818.03(a)). 

The disclosure is objected to because of the following informalities: 

Throughout the disclosure, applicants refer to "completely saponified polyvinyl alcohol" 
(PVA) and the examiner is unclear as to how PVA can be saponified because saponification is 
hydrolysis of ester linkages and PVA has no ester linkages, thus the examiner is unclear as to 
how an alcohol can be saponified. 

In addition, the specification is objected to because it defines complete saponification 
(hydro lization?) and "complete" mean 100%, however, the specification clearly states that the 
degree of saponification can be 98% thus this is not "complete". 

Appropriate correction is required. 

Claims 1-5 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 1 is indefinite as to the limitation "completely saponified polyvinyl alcohol" 
(PVA) because PVA cannot be saponified since saponification is hydrolysis of ester linkages and 
PVA has no ester linkages, thus the examiner is unclear as to how an alcohol can be saponified. 
In addition, the claim defines "complete saponification (hydrolization?) and "complete" means 
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100%, however, according to the specification, the degree of saponification can be 98% thus this 
is not "complete". In view of this, the claim is indefinite in view of the disclosure. 
The other claims are indefinite because they depend on indefinite claims. 

For the purpose of this action "completely saponified (hydrolyzed?) polyvinyl alcohol" 
(PVA) is viewed as being 98% saponified (hydrolyzed?), as is apparent from the specification. 

The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless — 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1 and 5 are rejected under 35 U.S.C. 103(a) as obvious over Sahota et al. '418 
(US equivalent to JP 2003514374) in view of JP 2003124158. 

Sahota et al. teaches in the abstract, column 43, lines 38-45, column 7, line 19 and the 
claims, a polishing composition for polishing Cu/Ta substrate comprising colloidal silica (i.e. 
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polishing composition defined as a colloidal suspension, thus the silica is colloidal silica), an 
anticorrosive, water and PVA (98% hydrolyzed). This reference fails to teach the acid 
component. However, it is obvious to add an acid (citric acid) to the composition according to 
the primary reference because polishes for polishing Cu/Ta layers are known to contain this acid, 
as a notoriously well known conventional polishing additive, as shown by the JP reference (i.e. 
the function of this material will aid in the polishing properties of the composition). In view of 
this, the addition of any known conventional additive to the composition according to the 
primary reference is of routine knowledge in the art absent clear evidence to the contrary. The 
motivation for using this additive is that it is a conventionally known additive to be used in 
composition for the same purpose and thus one skilled in the art would have found it obvious to 
include any conventionally known additive in the composition defined by the primary reference. 

Claims 2-4 are rejected under 35 U.S.C. 103(a) as obvious over Sahota et al. '418 (US 
equivalent to JP 2003514374) in view of JP 2003124158, as applied to claim 1 above and further 
in view of Tsuchiya et al. (872). 

The addition of an oxidizing agent (claim 2) to the slurry according to Sahota et al. '418 
(US equivalent to JP 2003514374) in view of JP 2003124158, as defined above, would have 
been obvious to the skilled artisan motivated by the fact that this component is a notoriously well 
known conventional additive to be added to polishes for polishing Cu/Ta layers and that said 
material optimizes polishing accuracy and efficiency as well as adjusting the polishing rate to a 
proper value (see Tsuchiya et al. in sections 0030-0031). All these effects define beneficial 
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reasons for using oxidizers, thus the motivation is clearly the beneficial results obtained when 
employed in polishing compositions. 

With respect to the size of the colloidal silica (claim 3), although not defined by the 
primary reference, this is obvious because the primary reference teaches that colloidal silica is 
used and this would clearly suggest to the skilled artisan that the lack of an abrasive size implies 
that any conventional size for the abrasive can be used as long as it provides the necessary 
abrasive action. In view of this, one skilled in the art would have found it obvious to use any 
known conventional abrasive size, such as the size defined by Tsuchiya et al. in sections 0027- 
0028, as the colloidal silica particles size according to Sahota et al. '418 (US equivalent to JP 
2003514374) because this abrasive particle size is conventionally known to provide the 
necessary abrasive action in polishing compositions. In addition, one skilled in the art would 
have appreciated the size required to achieve polishing, said size being conventional in the art, as 
is clearly shown by Tsuchiya et al. Finally, one skilled in the art would have also known by 
routine experimentation and optimization the desired abrasive size needed to produce the desired 
abrasive character of the reference polishing composition. 

With respect to claim 4, although the combined references do not literally state that 2 
different sized colloidal silica's are used, it is the examiners position with the size being obvious 
(see above) and since this size is defined by a range (i.e. 10-300 nm as defined by Tsuchiya et 
al), the polishing composition will inevitably contain different size colloidal silica particles 
because not all of the particles will be of the same size absent evidence to the contrary. 
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Claims 1-3 and 5 are rejected under 35 U.S.C. 102(b) as anticipated by Tsuchiya et al. 

(872). 

Tsuchiya et al. teaches in sections 0002, 0008 and 0027-0050, a polishing composition 
for polishing Cu/Ta substrate comprising colloidal silica having a size of 10-500 nm, an 
anticorrosive, an acid (citric, etc.), an oxidizer, water and PVA. 

The claimed invention is anticipated by the reference because the reference teaches all of 
the claimed components. With respect to the PVA, in view of above indefiniteness of 
"completely saponified polyvinyl alcohol" (see above), the PVA in the reference reads on the 
claimed PVA because the examiner docs not understand how PVA can be saponified. It is the 
examiners position that the final product is PVA irrespective of how it was made (assuming 
saponification of acetate) absent clear evidence to the contrary. 

Claim 4 is rejected under 35 U.S.C. 103(a) as obvious Tsuchiya et al. (872). 

With respect to claim 4, although the reference does not literally state that 2 different 
sized colloidal silica's are used, it is the examiners position that since this size is defined by a 
range (i.e. 10-300 nm as defined by Tsuchiya et al.), the polishing composition will inevitably 
contain different size colloidal silica particles because not all of the particles will be of the same 
size absent evidence to the contrary. 



The following is an alternative rejection to the ones defined above based on Tsuchiya et 
al. (872). 
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Claims 1-5 are rejected under 35 U.S.C. 103(a) as obvious over Tsuchiya et al. (872) in 
view of Sahota et al. '418. 

Assuming arguendo about the specific PVA used in the primary reference, this, however, 
is obvious to the skilled artisan because the primary reference uses PVA and this would clearly 
suggest to the skilled artisan that the lack of an saponification degree implies that any 
conventional saponification degree for the PVA can be used as long as it provides the necessary 
characteristics to the polihsing composition. In other words, it is the examiners position that 
absent a teaching of the saponification degree would clearly imply to the skilled artisan that the 
PVA used can include any PVA having any saponification degree. 

Since the secondary reference teaches that PVA with the claimed saponification degree is 
notoriously known to be used in compositions for polishing Cu/Ta layers, it use thereof as the 
PVA in the primary reference is well within the scope of the skilled artisan. The motivation for 
using this specific saponification degree for PVA is that it is a conventionally known 
saponification degree for PVA to be used in composition for the same purpose and thus one 
skilled in the art would have appreciated that the PVA defined by the primary reference can 
include any conventionally known PVA absent clear evidence of criticality. 

With respect to claim 4, although the combined references do not literally state that 2 
different sized colloidal silica's are used, it is the examiners position that since this size is 
defined by a range (i.e. 10-300 nm as defined by Tsuchiya et al.), the polishing composition will 
inevitably contain different size colloidal silica particles because not all of the particles will be of 
the same size absent evidence to the contrary. 
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The additional references cited on the 1449 have been reviewed by the examiner and are 
considered to be art of interest since they are cumulative to or less than the art relied upon in the 
above rejections. On the IDS filed 8/14/06 US document AK has not been considered because it 
is not the correct patent number, however, the IDS filed 10/2/06 has corrected this document 
number and thus said document has been considered on the IDS of 10/2/06. 

Any foreign language documents submitted by applicant has been considered only to the 
extent of the short explanation of significance, English abstract or English equivalent, if 
appropriate. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael A Marcheschi whose telephone number is (571) 272- 
1374. The examiner can normally be reached on M-F (8:00-5:30) First Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on (571) 272-1233. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



/Michael A Marcheschi/ 
Primary Examiner, Art Unit 1793 



